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DETAILED ACTION 

1. Claims 1-20 have been examined. Application 10/766,006 (COMMUNICATION 
SYSTEM FOR BUSINESS MARKETING INCLUDING A POINT SYSTEM TO 
MOTIVATE USERS) has a filing date 01/29/2004. 

Response to Amendment 

2. In response to Non Final Rejection filed 01/10/2008, the Applicant filed an 
Amendment on 07/10/2008, which amended claims 1 and 17-20. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. With respect to claims 1-18, based on Supreme 
Court precedent, a method/process claim must (1) be tied to another statutory class of 
invention (such as a particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 
184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing 
(see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim 
that fails to meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here the claims fails to 
meet the above requirements because the steps are neither tied to another statutory 
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class of invention (such as a particular apparatus). With respect to claims 19 and 20 
said claims are defined as system claims however, are claiming functional descriptive 
material (i.e. software), as "communication medium" is defined in Applicant's 
specification as software. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 19 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Said claims are indefinite as they are not system 
claims. Claims 17 and 19 are indefinite because it is not clear how the sponsor can be a 
school, an employer, a recruiter and a doctor. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 
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Claims 1-4 and 6-17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Boyd (US 2004/0193489). 

Claim 1 , Boyd teaches: 



A method for a sponsor to motivate a user based on a rewards program, the 
sponsor and user communicating over a communications medium, the method 
comprising: 

awarding points to the user in response to a behavior by the user, the behavior 
being learning about the sponsor, the behavior excluding a purchase of goods or 
services by the user wherein the sponsor comprises a merchant (see paragraph 135 
"earning points by registering"; see paragraph 137 "earning points by viewing 
advertisements") ; and 

redeeming the points of the user in exchange for rewards, the points being 
exclusively redeemable through the sponsor (see paragraph 166 "points can only be 
redeemed at Yahoo's website or other merchants with some contractual relationship 
with Yahoo"). 

Claim 2, Bovd teaches: 

wherein the communications medium includes the Internet (see paragraph 27). 
Claim 3, Bovd teaches: 



wherein the communications medium includes a private network (see paragraph 

94). 

Claim 4, Bovd teaches: 
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wherein the communications medium includes a telephone system (see 
paragraph 24). 

Claim 6, Boyd teaches: 

wherein the behavior comprises supplying user information (see paragraph 135 
"earning points by registering"). 
Claim 7, Boyd teaches: 

wherein the behavior comprises the user's clicking on a web page provided by 
the sponsor (see paragraph 137). 
Claim 8, Boyd teaches: 

awarding points as a factor of the frequency of consumer communications with 
the sponsor (see paragraph 156). 
Claim 9, Bovd teaches: 

maintaining information based on communications with multiple users (see 
paragraph 166). 

Claim 1 0, Bovd teaches: 

analyzing the information (see paragraph 182). 

Claim 1 1 , Bovd teaches: 

maintaining information based on multiple communications with one user (see 
paragraph 179). 

Claim 1 2, Bovd teaches: 

analyzing the information (see paragraph 179). 

Claim 1 3, Bovd teaches: 
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sending an email to the user based on information obtained from the user (see 
paragraph 93) 

Claim 14, Boyd teaches: 

redeeming points for goods or services (see paragraph 167). 
Claim 1 5, Boyd teaches: 

redeeming points for entry in a sweepstakes (see paragraphs 143, 168 "gift 
certificates") . 

Claim 1 6, Boyd teaches: 

wherein the rewards comprise goods or services supplied, in part or in whole, in 
barter (see paragraph 403). 

Claim 1 7, Boyd teaches: 

wherein the sponsor further comprises a an employer, a recruiter (see paragraph 
95 "award points to its employees"; "signing for a trial membership"). Boyd does not 
teach that said sponsor is a school, an a doctor. However, Official Notice is taken that it 
is old and well known in the promotion art for schools and doctors to award incentives to 
his clients. It would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that doctors and schools would participate in the 
Bovd loyalty system in order to provide an incentive for clients to interact with said 
doctors and schools. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 5, 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boyd (US 2004/01 93489). 

Claim 5, Boyd fails to teach wherein the communications medium includes 
wireless communications. However, Official Notice is taken that it is old and well known 
in the communication art for a user to connect to the Internet via a wireless connection. 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that a user of the Boyd 's system would connect to 
the Internet via a wireless connection as it is old and well known to do so. 

Claim 1 9, Bovd teaches: 



A system for implementing a rewards-based program, the system comprising: 
a communications medium (see figure 1); at least one user computer used by a 
user (see figure 1 , item 1 03); and 

at least one rewards program server (see figure 1 item 110), the at least one 
rewards program server programmed to award points to the user in response to a 
behavior by the user (see paragraph 135), the behavior being learning about a sponsor, 
the behavior excluding a purchase of goods or services by the user (see paragraph 135 
"earning awards for registering"; paragraph 137 "earning awards for viewing 
advertisements"), the rewards program server further programmed to redeem the points 
of the user in exchange for rewards, the points being exclusively redeemable through 
the sponsor, wherein the sponsor comprises a merchant, an employer, and a recruiter 
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(see paragraph 166 "points can only be redeemed at Yahoo's website or other 
merchants with some contractual relationship with Yahoo"; (see paragraph 95 "award 
points to its employees"; "signing for a trial membership"). Boyd does not teach that said 
sponsor is a school, an a doctor. However, Official Notice is taken that it is old and well 
known in the promotion art for schools and doctors to award incentives to his clients. It 
would have been obvious to a person of ordinary skill in the art at the time the 
application was made, to know that doctors and schools would participate in the Boyd 
loyalty system in order to provide an incentive for clients to interact with said doctors 
and schools. 

Claim 20, Boyd teaches: 



wherein the at least one rewards program server hosts a plurality of rewards- 
based programs for a plurality of sponsors (see paragraph 133). 
7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boyd 
(US 2004/0193489) in view of Goldhaber (US 5,855,008). 

Claim 18, Boyd fails to teach wherein the sponsor engages the services of a 
program manager as an agent of the sponsor. However, Goldhaber teaches a system 
that compensates consumers for paying attention to advertisements and where said 
system employs the service of an agent of a merchant in order to find clients (see 
Goldhaber col 15, lines 12-20). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that Boyd's 
merchants would employ the service of an agent, as taught by Goldhaber in order that 
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said agent works in behalf of said merchants, searching out interested viewers and 
bringing it to their attention. 

Response to Arguments 

8. Applicant's arguments filed 07/10/2008 have been fully considered but they are 
not persuasive. The Applicant argues that Boyd does not teach "awarding points for the 
behavior of learning about the sponsor". The Applicant further argues that Boyd does 
not teach Applicant's claimed invention because Boyd intertwines incentive point with 
an auction system and therefore, users are not earning points for learning about a 
sponsor. The Examiner answers that Boyd teaches awarding points to users for viewing 
advertisements, visiting sponsor's websites and submitting products reviews (see 
paragraphs 139-160). Therefore, contrary to Applicant's argument, Bovd teaches 
Applicant's claimed invention. 

The Applicant argues that in Bovd , consumers are not redeeming points 
exclusively from the sponsor. The Examiner answers that Bovd teaches that Yahoo 
points are redeemable at any Yahoo authorized website and other merchant with 
contractual relationship with Yahoo (See paragraph 166). Therefore, contrary to 
Applicant's argument, Bovd teaches Applicant's claimed invention. 

The Applicant argues that Goldhaber does not teach "the sponsor using a 
program manager as an agent of the sponsor" because according to the Applicant, in 
Goldhaber, the agent is not a motivator. The Examiner answers that the Applicant is 
arguing about limitation not stated in the claims. 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/DANIEL LASTRA/ 
Examiner, Art Unit 3688 
November 5, 2008 



